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Before Simms, Hairston and Rogers, Adm nistrative Trademark
Judges.

Opi ni on by Sinms, Adm nistrative Tradenark Judge:

Optonics, Inc. (applicant), a California corporation,
by change of name from Silicon Metrics, Inc., has appeal ed
fromthe final refusal of the Trademark Exam ning Attorney
to register the mark OPTONICS for the foll owi ng goods:

capi tal equi pnment for the sem conductor
manuf act uring i ndustry, nanely,

i nspection and test apparatus for
nmeasuring the performance
characteristics of sem conductors, in
Cl ass 9;

installation of capital equipnment for
sem conduct or manufacturing, nanely,

i nspection and test systens for

sem conduct or manufacturing, in dass
37; and
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desi gn, devel opnent, and eval uation for

t he purpose of certification of capital

equi pnent for sem conduct or

manuf acturing for others, nanely,

i nspection and test systens for

sem conduct or manufacturing, in C ass

421
The Exam ning Attorney has refused registration under
Section 2(e)(1) of the Act, 15 USC 81052(e)(1), on the
basis that applicant’s asserted mark is nerely descriptive
of a feature, function, use or purpose of applicant’s goods
and services. Applicant and the Exam ning Attorney have
submtted briefs but no oral hearing was requested.

We affirm
Rel yi ng upon dictionary definitions as well as

materials gathered from el ectroni c databases and the
Internet, the Exami ning Attorney argues that the term
“optonics” is a shortening of the term “optoel ectronic,”
which is defined by The Illustrated Dictionary of
El ectronics (1997) as “A branch of electronics that
i nvol ves the use of visible |ight for comrunications or
dat a-transfer purposes.” The Exami ni ng Attorney argues

that applicant’s goods, inspection and test apparatus for

measuring the performance of sem conductors, and

! Application Serial No. 75/586,933, filed Novenber 12, 1998,
based upon applicant’s allegation of a bona fide intention to use
the mark in conmerce
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applicant’s installation, design and devel opnent servi ces,
may be used in the field of optoelectronics or “optonics.”
The Examining Attorney maintains that semiconductors? are
used in a wde variety of devices and in many different
applications including optoel ectronics or optonics.

Sonme of the evidence, including Wb pages, upon which
the Examning Attorney relies is noted bel ow

The present invention relates to
ensuring an operational readi ness state
of optical -optoel ectronic (or just
optonic) instrunents for use in
tracki ng, nonitoring and gui di ng
systens. Qptic-electronic sensor
systens are to an increasing extent
used for comercial, civilian and
mlitary purposes...

U S. Patent No. 4,774,402, issued
Sept enber 27, 1988).

Second- order nonlinear opti cal
polymeric films, including alternating
mononol ecul ar | ayers of two head-to-
head, mai nchai n, anphophili c,

chr onmophori c pol ynmers, one pol ymer
havi ng the el ectron donating end of the
chronophore attached to hydrophilic
groups, and the other polymer having
the el ectron donating end of the
chronophore attached to hydrophobic

2 A senmiconductor is “[a] solid crystalline material whose

el ectrical conductivity is internediate between that of a neta
and an insulator. The optical properties of a sem conductor are
important for the understanding and application of the material.
Phot odi odes, photoconduction detectors or radiation injection

| asers, light-emtting diodes, solar-energy conversion cells and
so forth are exanples of the wi de variety of optoel ectronic
devices.” MGawH Il Concise Encycl opedi a of Science &

Technol ogy (2™ edition 1989).
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groups, and nethods of fabricating the
films for use in optonics.

U S. Patent No. 5,520,968, issued May
28, 1996

..The cost of the SDL facility has been
m nimzed by using an existing 210MeV
linac and the 10m | ong N SUS wi ggl er,
originally build by STI Optonics for
Boei ng Aer ospace.

FOCUS ON....Accelerator R & D G oup

Francoi s Di ederich has been ful

Prof essor of Organic Chem stry in the
Department of Organic Chemistry at the
Swi ss Federal Institute of Technol ogy
(ETH) in Zurich since 1992. Research in
t he group headed by Prof. D ederich is
structured around the central thenes of
supranol ecul ar chem stry, medicina
chem stry, novel materials for

el ectroni cs and optoni cs based on
carbon-rich acetylenic structures, and
full erene chem stry as well as carbon
al l otropy...

(from bi ography of Francois Diederich)

..Prof essor Francois Diederich disclosed
his prepartion of functional conjugated
materials for optonics and el ectronics...
Chemi stry International, January 1999

.As Arthur C. Carke rem nds us, “As
the century that saw the birth of both
el ectronics and optonics draws to a
close, it would seemthat virtually
everything we would wish to do in the
field of telecomrunications is now
technically possible. The only
limtations are financial, |legal, and
political.”
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Thomas H. Lipsconb, “Great Library” or
Great Wiite El ephant ?---The Al exandria
Li brary stands at the digital
crossroads.

Product Nonencl ature

List of different products and optica
syst ens-—epht hal mi ¢, precision,
optonics-—wi th details of manufacturers
1997-98 d FO

We are carrying out original canpaigns
to prol ong the prosperity of our
industrial park in these days of rapid
advances in newy devel oped industry,
such as, mechatronics, optonics and the
advanced information industries, into

t he conventional industrial structure.
Dai i chi Precision Industry Associ ation

There are many types of “QOptonic”

| ndi cators avail abl e, however the
better ones have a volune control and a
tone control ...

“Carp-1 FAQ — Tackle,” from Catfish

Fi shi ng Network, 1998

.. asynchronous transfer node (ATM
switches by first quarter next year to
conplete construction of its Optonics
network alternative to synchronous
optical network rivals, it said Thurs.
Communi cations Daily, July 31, 1998

.Sir Leon Brittan wote to U. S. Trade
Representati ve Charl ene Barshef sky

yest erday seeking inclusion by the U S
of phot o- optoni c chi ps, optical
anplifiers and optical connectors, he
sai d.

AFX News, July 17, 1998
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...full-color display. The Boul der-
based conpany’s technol ogy won the 1995
Photonics Circle of Excellence Award
and the 1994 “Lasers & Optonics”
Technol ogy Award. FASTfilter wll
enabl e a new generation of full-color

di spl ay systens to be nounted in

I'i ght wei ght ...

The Denver Post, August 7, 1995°

.During that tinme Samsung wi || pocket
$150 billion in profits with which to
buy dom nance into optonics, nultinedia
and its big new crusade-—aut os.
Transpacific, April 1995

..ceramcs, Si, InP, GaAs and ot her
conpound sem conductors are di scussed
as well as thin filns for applications
in electronic, optonic, and

opt oel ectroni c devi ces.

El ectronic Materials Technol ogy News,
February 1995

..A desktop nodel called the Medi apl exer
that contains an optoni c nodem
termnation for fiber optic signals,
tonal controls and a nmultiplexer to
denmux and route anal og and digital
signals is ...

| nt er net Week, Novenber 25, 1991

Q her listings include biotechnol ogy
firms, tel econmunications specialists,
phot oni cs and optonics firns, mnedical

% Applicant has pointed out that there is a nagazine entitled
“Lasers & Optronics” and that this reference appears to be a
m sspel l i ng of that nane.
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and pharnaceuti cal conpani es, and test
and measur enent devel opers.
| nfoWorld, April 2, 1990

I n addition, the Exam ning Attorney has nade

of record the follow ng page fromthe Internet.
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Applicant, on the other hand, argues that its mark is
suggestive. Applicant’s attorney has stated throughout the
prosecution of this case that the term OPTONI CS was coi ned
by applicant’s founder to suggest the nature and
characteristics of applicant’s goods and servi ces.
According to applicant’s attorney, the termis a “blend” of
the words “optics” and “el ectronics,” designed to suggest
that applicant’s goods relate to both |ight and
electricity.* Applicant argues that the mark OPTONI CS does
not convey any commonly or readily understood nmeani ng and
does not identify any type of product w thout the use of
i magi nation. Applicant points out that this termis not an

est abl i shed English word, and that it does not appear in

“* Wth applicant’s brief, applicant submtted an affidavit of its
presi dent stating, anong other things, that he chose this term
because applicant’s products and services were related to the
optical electronics field.

| created the term because | was aware from
ny experience and work in this field that
the terns “photonics” and “opto-

el ectroni cs” were comonly used to describe
this field, and I wanted a uni que word t hat
was not associated with any web sites and
woul d be associated with nmy conpany only.

Though the Exam ning Attorney did not object to
this affidavit submtted with applicant’s appea
brief, neither did she discuss it or otherw se treat
it as part of the record.

Evi dence submtted with an appeal brief is
considered untinely. See Trademark Rule 2.142(d) and
TBWMP 8§ 1207.01. The result we reach herein, however,
woul d not change even if we had considered this
af fidavit.
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ei ght een general and technical dictionaries which
applicant’s counsel has searched. According to applicant,
this is evidence that the termis not an established
contraction of “optoel ectronics.”

Concerning the evidence offered by the Exam ning
Attorney, applicant maintains that sonme of it appears to be
fromforeign sources and that it shows such varied uses
that it is virtually inpossible that the termis
descriptive of applicant’s goods and services. The
appearance of this termin these materials, applicant
argues, nerely shows that others have coined the sane term
in a variety of contexts. These uses reflect “sporadic”
choi ces by others to conmbine syllables into a coined word
for limted purposes, according to applicant. Applicant
argues that the Exam ning Attorney has not articul ated any
consi stent, coherent definition of the term“optonics,” and
t hus has not proven that applicant’s mark woul d permt a
custoner unfamliar with applicant’s goods and services to
i edi ately gain an understandi ng of the function,
characteristics or qualities of those goods or services.
Applicant maintains that its mark has a neaning only when
purchasers can make the associ ati on between the term and
applicant’s goods and services. In sum applicant

mai ntains that its nmark consists of an i nventive
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conbi nati on of descriptive el enents which are suggestive of
its goods and that applicant’s conpetitors do not use or
need to use this termto describe their products or
services. Any doubt should be resolved in favor of
applicant, applicant urges.

In response to these argunments, the Exam ning Attorney
mai ntains that the fact that a termis not in the
dictionary is not controlling. Also, the fact that many of
the products listed in the materials of record are of a
wi dely varied nature nmerely reflects, according to the
Exam ning Attorney, that electronics are used in
conjunction with many products.

A termis nerely descriptive under Section 2(e)(1) of
the Act if it directly or imedi ately conveys information
about an ingredient, quality, characteristic, feature,
nature, function, purpose or use of the rel evant goods or
services. In re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009 ( Fed.
Cr. 1987), In re Bed & Breakfast Registry, 791 F.2d 157,
229 USPQ 818, 819 (Fed. Cir. 1986), and In re Abcor
Devel opnent Corp., 588 F.2d 811, 200 USPQ 215 (CCPA 1978).
On the other hand, a termis suggestive if sone
i magi nation, thought or perception is required to determ ne
the nature of the goods or services fromthe term The

determ nation of whether a mark is nmerely descriptive nust

10
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be made, not in the abstract, but rather in relation to the
goods or services for which registration is sought, the
context in which the mark is used or intended to be used,
in connection with the goods or services, and the possible
significance which the mark may have to the average

pur chaser of the goods or services in the marketplace. In
re Omaha National Corp., 819 F.2d 1117, 2 USPQ2d 1859 (Fed.
Cir. 1987) and In re Abcor Devel opnent Corp., supra.

Evi dence of what the rel evant purchasing public understands
a termto nmean nmay come from any conpetent evidence,

i ncludi ng direct consuner testinony, dictionary |istings,
newspapers, trade journals and other publications. See In
re Bed & Breakfast Registry, supra, and In re Consoli dated
Cigar Corp., 13 USPQRd 1481 (TTAB 1989).

Upon careful consideration of this record and the
argunments of the attorneys, we conclude that this record is
sufficient to establish the nere descriptiveness of the
term “OPTONI CS. ”

The record does contain some evidence that the term
“optonics” is a shortened formof the word
“optoel ectronics.” The termhas been used in a variety of
contexts, including in connection with conputer chips.

Al though in this record use of the termmy not be entirely

uniform the termis often used to identify a field closely

11
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associ ated with el ectronics. Applicant has acknow edged
that the record reflects use by other individuals who nmay
al so have coined this term obviously fromthe words
“optical” and “electronics.” W believe that the

sophi sticated purchasers of applicant’s inspection and test
equi pnent for measuring the performance of sem conductors,
and its related services, offered and sold under the
asserted mark “OPTONICS,” are likely to understand the
merely descriptive significance of the termin relation to
applicant’s goods and services. Those purchasers are
likely to know that this term describes a feature,
characteristic, quality, purpose or use of those goods and
servi ces.

Decision: The refusal of registration is affirnmed.

12



